
United Statcs Rvtent and TkADEhtARK Ofhge 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addren: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandna. Vhgima 22313-1450 
www. mpto .gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONHRMATION NO. 



09/768,690 



01/24/2001 



Louise C. Sengupta 



283014-00029 



3904 



27512 7590 06/24/2003 

WILLIAM J. TUCKER 

8650 SOUTHWESTERN BLVD. #2825 

DALLAS, TX 75206 



EXAMINER 



BRUNSMAN, DAVID M 



ART UNIT 



PAPER NUMBER 



1755 

DATE MAILED: 06/24/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/768,690 


Applicant(s) 

SENGUPTAETAL 


Examiner 

David M Brunsman 


Art Unit 

1755 





-The MAILING DATE of this communication appears n the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to conrimunication(s) filed on 18 December 2002 . 
2b)ij Tiiis action is final. 2b)S Tiiis action is non-finai. 

3) \3 Since tliis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1-23 is/are rejected. 

Claim(s) is/are objected to. 

8) ^ Claim(s) 1-48 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)n Some*c)n None of: 

1 0 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachnrient(s) 



1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) ^ Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) O Notice of Infomial Patent Application (PTO-152) 

6) n Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Application/Control Number: 09/768,690 ^^8^ ^ 

Art Unit: 1755 

Applicant's response filed 18 December 2002 has been received. Applicant elected 
group I, Claims 1-23 wherein the tunable dielectric phase is Barium Strontium Titanate and the 
at least two additional phases are MgO and Mg2Si04. In order to advance compact prosecution, 
the scope of consideration has been expanded to include compositions wherein the at least two 
additional phases are MgO and a trivalent rare earth oxide. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F 2d 937 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-23 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-8 of U.S. Patent No. 6514895. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because they 
differ only in scope. The claims of the patent include compositions of Barium Strontium 
Titanate, the molar fraction of Ba being 0.15 to 0.60, 10-50% Mg2Si04 and 0-10% MgO; having 
a tunability of at least 25% at 8 V/micron. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 

(g) (1) during the course of an interference conducted under section 135 or section 291, another inventor involved 
therein establishes, to the extent permitted in section 104, that before such person's invention thereof the 
invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) before such 
person's invention thereof, the invention was made in this country by another inventor who had not abandoned, 
suppressed, or concealed it. In determining priority of invention under this subsection, there shall be considered 
not only the respective dates of conception and reduction to practice of the invention, but also the reasonable 
diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the 
other. 

Claims 1-15, 17, 18 and 20-23 rejected under 35 U.S.C. 102(a, e, g) as being anticipated 
byUS Patent 6074971. 

Claims 1-15, 17, 18 and 20-23 rejected under 35 U.S.C. 102(f) because the applicant did 
not invent the claimed subject matter. US Patent 6074971 has a different group of inventors. 

The claims of the Patent teach a tunable dielectric composition comprising Bao.55- 
o.65Sro.45^.35Ti03, 0.25-80% of a magnesia compound such as MgO or MgTiOs and 0,5-10% rare 
earth oxide. The similar compositions employed would be expected to exhibit similar tunability 
properties. Claims 16 and 19 stand withdrawn from further consideration as directed to non- 
elected species. 



The mere failure of a reference to disclose all the advantages asserted by applicant is no a 
substitute for actual differences in properties. In re DeBlauwe, 222 USPQ 191. An apparently 
old composition cannot be converted into an unobvious one simply by the discovery of a 
characteristic one cannot glean form the cited prior art. Titanium Metals Corp, v. Banner, 227 
USPQ 773. 
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Accordingly, the burden of proof is upon applicant to show that the instantly claimed 
subject matter is different form and unobvious over that taught by the prior art relied upon. In re 
Brown, 173 USPQ 685, 689; hi re Best, 195 USPQ 430; hi re Marosi, 21 USPQ 289, 293. 

Any evidence to be presented under 37 C.F.R. 1.131 or 1.132 should be submitted before 
final rejection in order to be considered timely. It is anticipated that the next office action will be 
a final rejection. 

The prior art made of record and not relied upon is considered pertinent to appHcant*s 
disclosure. 

Any inquiry concerning this communication or earlier communications fi"om the 
examiner should be directed to David M Brunsman whose telephone number is 703-308-3454. 
The examiner can normally be reached on M, W, F, Sa; 6:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 703-308-3823. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




David M Brunsman 
Primary Examiner 
Art Unit 1755 



DMB 

June 21, 2003 



